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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group B, claims 25-28 in the reply filed on 
December 17, 2007 is acknowledged. The traversal is on the ground(s) that: (1) "[P]CT Rule 
13.2 in Part lb of the Annex B of the administrative instructions under the PCT specifies that 
'special technical features' is defined as meaning those features that define the contribution 
which each of the inventions, considered as a whole, makes over the prior art. Thus, PCT Rule 
13.2 requires the citation of a publication showing the 'special technical feature'. There is no 
citation of a publication in the outstanding Official Action, and the publication cited in the 
Official Action of June 20, 2007 fails to disclose the subject matter of the pending claims. 
Therefore, absent any showing that the 'special technical feature' shared by the pending claims 
21-23, 25-28, and 30 is present in a prior art publication, no determination of lack of unity can 
properly be made as a matter of law. Moreover, applicants respectfully submit that there is 
unity of invention as the biomolecular complex produced in claims recited in claims 21-23 and 
30. Furthermore, as previously stated in the amendment filed August 20, 2007, the International 
Searching Authority did not determine the unity of invention as lacking in applying this same 
legal standard with similar claims. It is still not clear as to why a different legal conclusion was 
reached with respect to PCT Rule 13.2. In view of the above, it is believed that the lack of 
unity determination set forth in the Official Action is improper as a matter of law and should be 
withdrawn". 

The above arguments have been fully considered and have not been found persuasive 
toward the withdrawal of the restriction requirement nor persuasive toward the relaxation of 
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same such that Groups A and B will be examined. First, since Groups A and B are directed to 
two different methods and they do not share a special technical feature as argued by applicant, 
the examiner does not require to cite a publication as a prior art. Second, Groups A and B 
distinguish from each other. For example, the study of inter-molecular interactions under 
physiological or near-physiological conditions in claim 21 of Group A is not required for Group 
III while the production of a biomolecular complex recited in claim 25 of Group B is not 
required for Group I. Therefore, Groups A and B do not relate to a single general inventive 
concept under PCT Rule 13.1 and the requirement is still deemed proper and is made FINAL. 
Since claim 30 is dependent on claim 25, claims 25-28 and 30 will be examined. 



Oath/Declaration 

2. The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1.67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because the inventor, Edvard Smith, changed his 
address without an initial. See 37 CFR 1.52(c). 

Specification 

3. The abstract of the disclosure is objected to because the abstract contains the phrase such 
as "[T]he present invention concerns". Correction is required. See MPEP § 608.01(b). 

Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
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printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

4. The disclosure is objected to because of the following informality: there are several 
nucleotide sequences having 10 nucleotides in Figure 2. However, Figure 2 does not have SEQ 
ID NOs for these nucleotide sequences or short description of the drawings of the specification 
related to Figure 2 does not describe SEQ ID NOs for these nucleotide sequences (see page 4 of 
the specification). 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 25-28 and 30 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claim 25 is rejected as vague and indefinite in view of the preamble because it is unclear 

that "each FE" in line 4 means each of FEi and FE 2 or means each of FEi, FE 2 , FE n . Please 

clarify. 
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8. Claim 25 recites the limitation "the corresponding sequence" in lines 6 and 7 of the 
preamble. There is insufficient antecedent basis for this limitation in the claim because there is 
no "corresponding sequence" before "the corresponding sequence". Please clarify. 

9. Claim 25 is rejected as vague and indefinite in view of the preamble because it is unclear 
that "the target molecules or areas" in line 7 means the target molecule or area which attaches to 
FEi or means the target molecule or area which attaches to FE 2 or means the target molecules or 
areas which attaches to FEi and FE 2 . Please clarify. 

10. Claim 25 is rejected as vague and indefinite in view of "said linkers" in line 9 of the 
preamble. Since the second linker is optional, it is unclear that "said linkers" means a first linker 
or means a second linker or means a first linker and a second linker. Please clarify. 

1 1 . Claim 25 is rejected as vague and indefinite in view of step d) because it is unclear that 
each solution is from separate solutions or not. Please clarify. 

12. Claim 25 is rejected as vague and indefinite in view of step e) because it is unclear that at 
least one binding entity is from at least two binding entities of step c) or not. Please clarify. 

13. Claim 25 is rejected as vague and indefinite in view of step f) because it is unclear that at 
least one binding entity is from at least two binding entities of step c) or not. Please clarify. 

14. Claim 25 is rejected as vague and indefinite in view of step g) because it is unclear that 
each functional entity is from said first functional entity and said second functional entity or not. 
Please clarify. 

15. Claim 25 is rejected as vague and indefinite in view of step h) because it is unclear that 
each linker molecule is from what linker molecules. Furthermore, it is unclear that at least two 
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target molecules/target areas are identical to the target molecules or areas in the preamble or not. 
Please clarify. 

16. Claim 25 rejected as vague and indefinite in view of step i) because it is unclear that each 
linker in step i) is identical to each linker molecule in step h) or not. Furthermore, it is unclear 
that each combination of functional entity and binding entity is from which combinations of 
functional entity and binding entity. Please clarify. 

17. Claim 25 is rejected as vague and indefinite in view of step j) because it is unclear why 
repeating step h) can form a library of combinations of functional entities and linkers. Please 
clarify. 

18. Claim 25 or 26 is rejected as vague and indefinite. Although the preamble contains 
functional elements and binding elements, there are no functional elements and binding elements 
in the contents of the claim and the contents of the claim only contain the first and second 
functional entities and two different binding entities. Therefore, it is unclear what is the 
relationship between functional elements and binding elements in the preamble and the first and 
second functional entities and two different binding entities in the content of the claim. Please 
clarify. 

19. Claim 25 or 26 is rejected as vague and indefinite. Although the claim is directed to a 
method for the production of a biomolecular complex comprising at least two functional 
elements (FEi, FE 2 ) each attached to a target molecule or area (T) through binding elements 
(BE), there is no method step for producing a biomolecular complex comprising at least two 
functional elements (FEi, FE 2 ) and the goal of the claim cannot be reached. Please clarify. 
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20. Claim 26 is rejected as vague and indefinite in view of the preamble because it is unclear 

that "each FE" in line 3 means each of FEi and FE 2 or means each of FEi, FE 2 , FE n . Please 

clarify. 

21 . Claim 26 recites the limitation "the corresponding sequence" in lines 6 and 7 of the 
preamble. There is insufficient antecedent basis for this limitation in the claim because there is 
no "corresponding sequence" before "the corresponding sequence". Please clarify. 

22. Claim 26 is rejected as vague and indefinite in view of the preamble because it is unclear 
that "the target molecules or areas" in line 7 means the target molecule or area which attaches to 
FEi or means the target molecule or area which attaches to FE 2 or means the target molecules or 
areas which attaches to FEi and FE 2 . Please clarify. 

23. Claim 26 is rejected as vague and indefinite in view of "said linkers" in line 9 of the 
preamble. Since the second linker is optional, it is unclear that "said linkers" means a first linker 
or a second linker or means a first linker and a second linker. Please clarify. 

24. Claim 26 recites the limitation "the desired configuration" in step vi) of the preamble. 
There is insufficient antecedent basis for this limitation in the claim because there is no "desired 
configuration" before "the desired configuration". Please clarify. 

25. Claim 26 is rejected as vague and indefinite in view of step vi) because it is unclear what 
are "these". Furthermore, it is unclear that said linker in solution means a first linker or a second 
linker in the preamble or a linker in step v). Please clarify. 

26. Claim 27 is rejected as vague and indefinite because it is unclear that the linker molecule 
means a first linker or a second linker in the preamble or a linker in step v). Please clarify. 
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27. Claim 28 is rejected as vague and indefinite because it is unclear that the binding entities 
are the first binding entities or the second binding entities or both the first binding entities and 
the second binding entities. Please clarify. 

28. Claim 30 is rejected as vague and indefinite because it is unclear that the functional 
entities are the first functional entities or the second functional entities or both the first functional 
entities and the second functional entities. Please clarify. 

Conclusion 

29. No claim is allowed. 

30. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notices published in the Official Gazette, 1096 OG 30 
(November 15, 1988), 1 156 OG 61 (November 16, 1993), and 1 157 OG 94 (December 28, 
1993)(See 37 CAR § 1.6(d)). The CM Fax Center number is (571)273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Lu, Ph.D., whose telephone number is (571)272-0746. 
The examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla, can be reached on (571)272-0735. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 
/Frank WLu/ 

Primary Examiner, Art Unit 1634 
March 12, 2008 
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